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Remarks 

Claims 10 to 17 and 19 to 23 as presented with applicants' paper 
dated February 28 , 2006, are currently pending in this application. 

The Examiner reiterated the rejection of Claims 10 to 17 and 19 
to 23 under Section 101 as being unpatentable over Claims 1 to 9 of 
US 6 , 482 ,772. It is respectfully requested that the respective issue 
be held in abeyance until the disclaimer which was filed by appli- 
cants in U.S. Patent 6,482,772 on February 26, 2004, has been ap- 
proved and entered by the Certificate of Correction Branch. Favorable 
action is solicited. 

Further, the Examiner rejected Claims 11 to 17 and 19 to 22 under 
35 U.S.C. §112, f2, as being indefinite. In particular, the Examiner 
argued that the meaning of the term "alkylpolyglycoside" and the 
meaning of a degree of polymerization of 1 was unclear. Favorable 
reconsideration of the Examiner's position and withdrawal of the re- 
jection is respectfully solicited in light of the following and the 
enclosed copy of H. Mollet, Formulation Technology, Wiley-VCH 2004, 
page 34. 

The "distinctly claim" requirement of 35 U.S.C. §112, 12, means 
that the claims must have a clear and definite meaning when construed 
in the light of the complete patent document, 1 ) and the test of defi- 
niteness is whether a person of ordinary skill in the pertinent art 
would understand the bounds of the claim when reading it in the light 
of the supporting specification. 2 ) As explained by the Board in Ex 
parte Wu 3 ) 

In rejecting a claim under the second paragraph of 35 U.S.C. 112, 
it is incumbent on the examiner to establish that one of ordinary 
skill in the pertinent art, when reading the claims in light of 
the supporting specification, would not have been able to ascer- 
tain with reasonable degree of precision and particularity the 
particular area set out and circumscribed by the claims. 

Additionally, it is well settled that an application need not teach, 



1) Standard Oil Co. v. American Cyanamid Co., 774 F.2d 448, 227 USPQ 293 (Fed. Cir. 
1985) 

2) Morton Int. Inc. v. Cardinal Chem. Co., 5 F.3d 1464, 28 USPQ2d 1190 (Fed. Cir. 
1993); Orthokinetics Inc. v. Safety Travel Chairs, Inc., 806 F.2d 1565, 1 USPQ2d 
1081 (Fed. Cir. 1986) 

3) 10 USPQ2d 2031 at 2033 (BPAI 1989). 
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and preferably omits, that which is well known in the art. 4 ) 

Applicants have addressed the meaning of the term "alkylpolygly- 
coside" (in the following also referred to as "APG") on page 13 , indicated 
line 1 et seq. , of the application, and the exemplary commercially 
available products which are mentioned in that context corroborate 
that the respective class of substances is well known in the art. A 
corresponding summary of the technical background knowledge regarding 
the nature of APGs and their degree of polymerization is, for exam- 
ple, also found in col. 2, indicated line 32, to col. 3, indicated 
line 45, of Garst et al . (US 5,550,115) . 5 ) It is evident from the 
technical background which is summarized not only by applicants but 
also by Garst et al. that a person of ordinary skill in the pertinent 
art is well aware of the meaning of the term "alkylpolyglycoside" and 
the meaning of a degree of polymerization of 1 of APGs . Further and 
for the Examiner's convenience applicants have enclosed herewith a 
formula representation of a group of APGs in figure 1.28 on page 34 
of Mollet. 

The foregoing and the attached corroborate that a person of ordi- 
nary skill in the pertinent art is fully apprised of the meaning of 
the term ''alkylpolyglycoside" and of the meaning of "a degree of 
polymerization of 1" in the context of APGs so that the respective 
expressions cannot be deemed to render the subject matter of of ap- 
plicants' claims indefinite within the meaning of Section 112, f2. It 
is therefore respectfully requested that the rejection be withdrawn. 
Favorable action is solicited. 

Additionally, the Examiner rejected Claims 10 to 17 and 19 to 23 
under 35 U.S.C. §112, fl, as lacking an enabling disclosure regarding 
sulfonyl urea herbicides beyond the representative employed in appli- 
cants' Example 16 on page 32 of the application. The Examiner as- 
serted in particular that a person of ordinary skill in the art could 
not practice the invention without undue experimentation 

1) because the pertinent art lacked predictability; 

2) because the application failed to provide guidance as to how to 
use the invention successfully with all sulfonyl urea herbicides; 
and 

4) Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 231 USPQ 81 (Fed. 
Cir. 1986); Lindemann Maschinenfabrik GMBH v. American Hoist and Derrick Co., 730 
F.2d 1452, 1463, 221 USPQ 481, 489 (Fed, Cir. 1984). 

5) U.S. counterpart of WO 95/28410 mentioned on page 2, indicated lines 25 and 26, of 
the application. 
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3) because the application failed to contain working examples to 
support all sulfonyl urea herbicides. 
Applicants ' invention pertains to a particular solid mixture which 
comprises, on the one hand, a sulfonyl urea herbicide 6 ) and, on the 
other hand, an APG, 7 ) and to a method of controlling undesirable plant 
growth which involves the application of the solid mixture to such 
growth or an area where such growth occurs. In order to "make and/or 
use", or to practice, the invention which is defined in applicants' 
claims a person of ordinary skill in the art therefore has to be 
enabled 

(a) to provide the particular components of applicants' solid mix- 
ture, 

(b) to combine the respective components to form the solid mixture, 
and 

(c) to apply the solid mixture to the undesired plants or their envi- 
ronment. 

The capabilities which are required for (b) combining the necessary 
components, and/or for (c) treating certain targets or locations with 
the requisite mixture, are deemed to be clearly well within the ordi- 
nary skill of a person in the herbicidal art. As noted above, an 
application need not teach and preferably omits that what is well 
known in the art, 8 ) so that applicants disclosure of the invention 
does not need to address these issues in order to meet the enablement 
requirement of Section 112, Ifl. The question whether applicants' dis- 
closure is sufficient to enable a person of ordinary skill in the art 
therefore focuses on whether applicants provide a sufficient amount 
of information with regard to the mandatory constituents of the solid 
mixture and in particular, in light of the Examiner's remarks, suffi- 
cient information pertaining to sulfonyl urea herbicides. 

The sulfonyl urea herbicides are addressed on pages 3 to 12 of 
the application . Moreover , the class of sulfonyl urea herbicides , 
including the particular herbicidal property of the representatives 



6) Cf. e.g. page 3, indicated line 13, to page 12, indicated line 47, of the applica- 
tion. 

7) Cf. e.g. page 13, indicated line 1, to page 14, indicated line 22, of the applica- 
tion. 

8) Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 231 USPQ 81 (Fed. 
Cir. 1986); Lindemann Maschinenfabrik GMBH v. American Hoist and Derrick Co., 730 
F.2d 1452, 1463, 221 USPQ 481, 489 (Fed. Cir. 1984). Cf. also applicants' remarks 
on pages 21 to 23 of the application. 



061108 



- 4 - 



Serial No. 10/043,241 



BRATZ et al. 



42044 Cont 



of this class, is well known in the art. This fact is, for example, 
corroborated by the enclosed copy of K. Hirai in P. Boger et al. 
(editors), "Herbicide Classes in Development," Springer-Verlag Berlin 
Heidelberg 2002, pp. 180-196 . Given the technical background knowl- 
edge of a person having ordinary skill in the pertinent technology it 
is not apparent to applicants why such a person of ordinary skill 
would be required to engage in more than routine experimentation in 
order to select any one of the known sulfonyl urea herbicides and to 
combine it with an APG to form the solid mixture, particularly since 
" [t]he solid formulations according to the invention can be prepared 
by various processes known to the person skilled in the art . " 9 > More 
particularly, given the background knowledge pertaining to sulfonyl 
urea herbicides it is not apparent to applicants how the pertinent 
art can reasonably be deemed to be "unpredictable" in that regard. 
The Examiner's respective position is, therefore, not understood. 

The Examiner relied with regard to (2) on the Court's holding in 
In re Dreshfield, 110 F.2d 235, 45 USPQ 36 (CCPA 1940) that: "It is 
well settled that in cases involving chemicals and chemical com- 
pounds, which differ radically in their properties it must appear in 
an applicant's specification either by the enumeration of a suffi- 
cient number of the members of a group or by appropriate language, 
that the chemicals or chemical combinations included in the claims 
are capable of accomplishing the desired result." 10 ) However, sulfonyl 
urea herbicides clearly cannot reasonably be considered to be "chemi- 
cals and chemical compounds , which differ radically in their proper- 
ties ." Also, applicants' disclosure on pages 3 to 12 clearly provides 
the requisite "enumeration of a sufficient number of the members of a 
group or by appropriate language, that the chemicals or chemical com- 
binations included in the claims are capable of accomplishing the 
desired result" referenced by the Court. The respective holding is 
accordingly not suited to support the Examiner's position. Further, 
as noted above, " [t]he solid formulations according to the invention 
can be prepared by various processes known to the person skilled in 
the art" 11 ) so that the making and using of applicants' invention 
clearly does not require "ingenuity beyond that to be expected of one 
of ordinary skill" as the Examiner would have it. 12 ) It is also noted 

9) Page 21, indicated lines 42 and 43, of the application. 

10) Office action page 5, subsection 3, lines 3 to 7. 

11) Ibid. 

12) Office action paragraph bridging pages 5 and 6. 
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that the Examiner has not pointed to any statement made by applicants 
which is, on its face, contrary to generally accepted scientific 
principles. 13 ) The Examiner's findings regarding the sufficiency of 
the guidance which applicants' presented in the application is, 
therefore, clearly in error. 

As noted in the foregoing, a person of ordinary skill in the art 
does not require guidance or direction beyond the information pro- 
vided in applicants' disclosure of the invention 

(a) to provide a particular sulfonyl urea herbicide of applicants' 
solid mixture, 

(b) to combine the respective sulfonyl urea herbicide with an APG to 
form the solid mixture, and 

(c) to apply the solid mixture to the undesired plants or their envi- 
ronment . 

The Examiner's position that a person or ordinary skill in the art 
would require working examples to support all sulfonyl urea herbi- 
cides is, therefore, clearly without merit. 

It is well settled that an assertion by the PTO that the enab- 
ling disclosure is not commensurate in scope with the protection 
sought must be supported by evidence or reasoning substantiating 
those doubts. 14 ) 

it is incumbent on the Patent Office, whenever a rejection on 

this basis is made, to explain why it doubts the truth or accura- 
cy of any statement in a supporting disclosure and to back up 
assertions of its own with acceptable evidence or reasoning which 
is inconsistent with the contested statement. Otherwise there 
would be no need for the applicant to go to the trouble and 
expense of supporting his presumptively accurate disclosure . [ 15 ) ] 
In light of the foregoing remarks it is respectfully urged that the 
Examiner has not presented any such acceptable evidence or reason- 
ing. It is therefore respectfully urged that the rejection of 
Claims 10 to 17 and 19 to 23 under Section 112, fl, be withdrawn. 
Favorable action is solicited. 



13) Ibid. 

14) In re Dinh~Nguyen f 492 F.2d 856, 858, 181 USFQ 47, 49 (CCPA 1974); In re Bowen, 492 
F.2d 859, 862, 181 USPQ 48, 51 (CCPA 1974); In re Armbruster , 512 F.2d 676, 185 
USPQ 152 (CCPA 1975) . 

15) In re Marzocchi , 439 F.2d 220, 222-23, 169 USPQ 367, 369-70 (CCPA 1971); footnote 
and citations omitted. 
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Last but not least the Examiner rejected Claims 10 to 17 and 19 
to 23 under 35 U.S.C. §103 (a) as being unpatentable in light of the 
teaching of Kocur et al . (US 5,258,358). The Examiner asserted in this 
context that the reference teaches a combination of a sulfonyl urea 
herbicide with an APG, albeit in liquid form, and argued that the 
reference would have motivated a person of ordinary skill to turn 
away from the liquid formulations to a solid mixture. For the follow- 
ing reasons, applicants respectfully disagree. 

The teaching of Kocur et al . relates to a particular formulation 
of glyfosinate-ammonium, 16 > ie. a herbicide which is structurally un- 
related to sulfonyl urea herbicides. The teaching specifically seeks 
to address problems which are associated with liquid formulations of 
glyfosinate-ammonium 17 ) such as phase separation which occurs where 
the formulations are free of organic solvents, 18 ) and the specific 
stability issues which are encountered upon storage at low tempera- 
tures. 19 ) According to the authors the respective problems are ob- 
viated by providing the liquid composition which comprises glyfosi- 
nate-ammonium in combination with a surfactant from the series of 
APGs and optionally further in mixture with certain fatty alcohol 
polygylcol ether sulfates, alkyldimethylamine oxides, alkyldimethy- 
lammonium chloride and/or coconut alkyldimethylammoniumacetic acid. 20 ) 
It is clear from the referenced sections of the teaching of Kocur et 
al. that the particular and advantageous effects which are described 
are solely exhibited by the liquid preparations since phase separa- 
tion as well as the storage problems which are described in the ref- 
erence are specific to such formulations and the respective problems 
are not encountered in solid formulations. It should also be noted 
that the formulation problems are specifically associated with the 
particular type of active ingredient, namely glyfosinate-ammonium, 
which is, as noted, structurally unrelated to sulfonyl urea herbi- 
cides . 

With a particular view to information which pertains to sulfonyl 
urea herbicides the reference merely remarks that the liquid composi- 
tions of glyfosinate-ammonium and the surf actant ( s ) may comprise 
other herbicidal substances which can enhance the effectivity of gly- 

16) Cf. col. 1, indicated lines 8 to 15, of US 5,258,358. 

17) E.g. col. 1, indicated lines 27 to 33 and 44 to 58, of US 5,258,358. 

18) E.g. col. 1, indicated lines 27 to 33, of US 5,258,358. 

19) E.g. col. 1, indicated lines 44 to 58, of US 5,258,358. 

20) E.g. col. 1, indicated line 65, to col. 2, indicated line 9, of US 5,258,358. 
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fosinate-ammonium, and enumerates among other herbicides four repre- 
sentatives from the class of sulfonyl urea herbicides. 

The Examiner's position that the reference would have motivated a 
person of ordinary skill in the art to turn away from the liquid 
formulations addressed in the reference to a solid formulation is not 
deemed to be well taken. As noted , the particular advantages are, 
according to Kocur et al . ' s teaching, dependent on the fact that the 
formulation is in liquid form. This means that a person of ordinary 
skill in the art cannot reasonably expect to arrive at any advanta- 
geous effects if the formulation is in solid form instead of the 
liquid form which is mandated by the reference. There is, accord- 
ingly, no reason why a person of ordinary skill in the art would 
modify the teaching of Kocur et al . in a manner such that glyfosi- 
nate-ammonium and the surf actant ( s ) and optionally one or more of the 
other herbicidal substances are formulated in solid rather than liq- 
uid form. The mere fact that the prior art may be modified in some 
manner so as to result in the invention as claimed does not make such 
a modification obvious unless the prior art suggests the desirability 
of such a modification. 21 ) The modification in question is, where ap- 
plicants' invention and the teaching of Kocur et al . are concerned, 
clearly not suggested as a desirable modification and the respective 
modification can, therefore, clearly not be deemed to be rendered 
obvious by the reference. For this reason alone, the Examiner's re- 
jection is deemed to be in error. 

Additionally, the inventive subject matter as a whole which is 
referenced in Section 103(a) includes not only the elements which are 
recited in the claims, but also encompasses the properties and re- 
sults which are inherent in the combination of the recited elements 
which are disclosed in the specification. 22 ) Applicants have found 
that the use of APGs in solid formulations of sulfonyl urea herbi- 
cides results in a pronounced stabilization of the active ingredient 
in comparison to other wetting agents such as ethoxylated fatty 
amines or alcohol ethoxylate, and that this effect can be observed 
especially when water-soluble inorganic salts are present. 23 ) The 

21) Cf. In re Fritch, 972 F.2d 1260, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992); In re 
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984); Berghauser v. 
Dann, Comr. Pats., 204 USPQ 393 (DCDC 1979); ACS Hospital Systems, Inc. v. Monte- 
fiore Hospital, 732 F.2d 1572, 221 USPQ 929 (Fed. Cir. 1984). 

22) In re Antonie, 559 F.2d 618, 620, 195 USPQ 6, 8 (CCPA 1977). 

23) Note e.g. page 2, indicated line 42, to page 3, indicated line 3, of the applica- 
tion. 
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teaching of Kocur et al . not only fails to render a solid formulation 
obvious within the meaning of Section 103(a). The reference also 
fails to suggest or imply that the combination of a sulfonyl urea 
herbicide with an APG in a solid formulation may have any effect on 
the stability of the sulfonyl urea herbicide. As explained in the 
foregoing, all of the advantageous properties which Kocur et al . at- 
tribute to the use of APGs pertain to the herbicide glyfosinate- ammo- 
nium and to liquid preparations thereof. As such, the reference fails 
to suggest or imply that APGs may exhibit any particular properties 
in a solid formulation and also fails to suggest or imply that the 
presence of an APG may have any effect on a sulfonyl urea herbicide , 
be it in a liquid or a solid formulation. Bearing in mind that ob- 
viousness cannot be predicated on what is not known at the time an 
invention is made even if the inherence of a certain feature is later 
established, 24 ) and that it constitutes hindsight when one of ordinary 
skill in the art is imbued with the knowledge of the invention when 
the prior art reference fails to convey or suggest that knowledge, 25 ) 
the teaching of Kocur et al . can clearly not be considered to render 
applicants ' invention as a whole obvious within the meaning of Sec- 
tion 103(a) . 

The foregoing explanations show that the reference upon which the 
Examiner relied in rejecting applicants' claims under Section 103(a) 
is not sufficient to establish a prima facie case of obviousness. It 
is therefore respectfully requested that the rejection be withdrawn. 
Favorable action is solicited. 

Moreover, in light of the foregoing and the attached, the subject 
matter defined in in applicants' claims is deemed to be patentable 
under the provisions of Sections 103(a) and 112, fl and f2, of the 
Patent Act, and the application should therefore be in condition for 
allowance. Favorable action by the Examiner is respectfully solic- 
ited. 



24) In re Rijckaert, 9 F.2d 1531, 28 USPQ2d 1955 (Fed. Cir. 1993); In re Adams, 356 
F.2d 998, 148 USPQ 742 (CCPA 1966). 

25) Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 230 USPQ 303 (Fed. Cir. 
1983) . 
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34 / Colloids, Phases, Interfaces 



Biotensides are four to five times more expensive than ordinary tensides. Usually, 
however, they have a greater specific efficacy, so the cost of their use is reduced. An 
alternative to biotensides, in terms of their biodegradability, is offered by tensides 
derived from saccharides: sorbitan fatty acid esters, saccharose fatty acid esters, and 
fatty alcohol poly glycosides. Henkel has recently started producing alkyl polyglucosides 
commercially (Figure 1.28). 



HO A^^T^i^c 

^ n OH 

n = 0-6 

Figure 1.28. A new class of tensides: alkyl polyglucosides (APG), synthesized from fatty alcohols 
(8-14 C) and glucose. Advantages: excellent cleaning action and skin compatibility (no R38 
notice), biodegradable. 

Another class of tensides is the glucamines. Paraffin sulfonic acid glucamine salt is 
skin-compatible and is not an eye irritant. According to Hiils, the topic of mono- 
saccharide-based tensides is far from exhausted. 

Reduction of tenside concentration by synergy: Certain tenside combinations are eff- 
ective at lower concentration than either tenside alone, for example a fatty alcohol ether 
sulfate and a linear alkyl sulfate. 
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1.6 Cohesion, Adhesion, and Spreading 




These phenomena of interface chemistry play a decisive role in wetting, rewetting, 
washing, and cleaning. Formulation chemists therefore need to have good knowledge of 
them. 



1.6.1 Cohesion in a Liquid 

Cohesion in a liquid is a measure of the attraction between similar molecules (A and A); 
adhesion is a measure of that between dissimilar molecules (A and B). 
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